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The opinion in support of the decision b ing entered today was not written for 
publication and is not binding precedent of the Soard. 

Paper No, 26 

UNITED STATES PATENT AND TRADEMARK OFFICE 



BEFORE THE BOARD OF PATENT APPEALS 

AND INTERFERENCES , , 

MAILED 

ExESEte MONTY KRIEGER and SUSAN L ACTON 

— — SEP 2 ^ 2001 

Appeal No. 1997-3321 >^?i^v^^^ 

Application No. 08/265,428 AWD isY^-ij .t i-ior' 



ON BRIEF 



Before WILLIAM F. SMITH, SCHEINER and ADAMS. Adnninistrative Patent 
Judges . 

ADAMS, Adminiatrative Patent Judge. 



REMAND TO THE EXAMINER 
On consideration of the record we find this case Is not in condition for a 
decision on appeal. For the reasons that follow, we remand the application to 
the examiner to consider the following issues and to take appropriate action. 
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Appeal No. 1997-33k i 
Application No. 08/265,428 

Claim 1^ is illustrative of the subjejct matter on appeal and is reproduced 

below: 

1 . An isolated scavenger receptor pMein type Bl which selectively binds to 
low density lipoprotein and to modified lipoprotein having the 
characteristics of acetylated low density lipoprotein consisting of the 
amino acid sequence shown in Sequence ID No. 4 or the sequence 
having conservative substitutions^ additions and deletions thereof. 

The reference relied upon by the examiner is: 

Calvo et al. (Calvo), Identification, Primary Structure, and Distribution of CLA-1 , 
a Novel Member o f the CD36/L 1IV1PIH Gine Family^" J. BioL Chem. . Vol. 255. No, 
25, pp, 18929-^18935 (1993)' 

GROUNDS OF REJECTION^ 
Claims 1 , 2 and 6-8 stand rejected under 35 U.S.C. § 112, first paragraph, 
as falling to provide an enabling disclosure and an adequate written description 



for an isolated human type Bl scavenger receptor protein.^ 

Claims 1-4 and 8-8 stand rejected under 35 U.S.C. § 112, first paragraph, 
as being based on an Insufficient disclosure to suppori: or enable the scope of 
the claimed Invention. 



^ We note the examiner's statement (Answer, page 3) ''[cjlaims 1 and 3 contain 
errors as presented in the Appendix to the [B]rief Accordingly, claims 1 and 3 
are con-ectly written in the Appendix to the examiner's [A]nswer." See also 
appellants' amendment (Page 10, received February 12, 1996) at page 2. Claim 
1 is con'ectly reproduced herein. 

^ We note the examiner statement (Answer, page 2) that "[c]laim 5 is objected to 
as being dependent upon a rejected base claim, but would be allowable if 
rewritten in independent form including all of the limitations of the base claim and 
any inten/enlng claim. 

^ We not the rejection of claims 1 , 2 and 6-8 is directly connected and relates to 
the objection to the sp clfication- In re Hbnaehold .44Q F.2d 1395, 1403-1404 
169 USPQ 473, 479-480 (CCPA 1971). ' 

2 
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App al No. 1997-332-1 
Application No. 08/265.428 

Claims 1-8 stand rejected under 35 U.S.C. § 112, second paragraph, as 
being indefinite for falling to particular point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claims 1-4 and 6-8 stand rejected under 35 U.S.C. 103 as obvious over 

Calvo. 

We remand. 

DISCUSSION 

The briefings presented to the Board by both appellants and the examiner 
do not allow this Merits Panel to peribrm a reasoned review of either parties 
position. 

1. Impfoper Examiner's Answer . 

In setting forth the rejections in the Answei^, the examiner refers to 
Paper Numbers 6 and 14. See Answer, page 9. This is improper. 

In relevant part, the Manual of Patent Examining Procedure (MPEP) § 1208 
(6* ed., July 1998), states "[a]n examiner's answer should not refer, either directly 
or indirectly, to more than one prior Office action." 

2. Appellants failed to address the issues under 35 U.S.C. $ 1 12. second 
paragraph. 

According to appellants (Brief, page 13) "[t]he objections as to 
indefiniteness have been responded to in the accompanying Amendment." This 
amendment was not entered. See Answer, page 2. We note appellants' 

■* Paper No. 22, mailed March 26, 1997. 
® Pap r No. 21, received Febnjary 18, 1997. 
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Application No. 08/265.428 

statement (Brief, page 1 3) "'[i]n the event this amendment is not entered and the 
claims are found otherwise patentable, remand to the te]xaminer to resolve these 
Issues is earnestly solicited/ This is not a response to the rejections under 35 
U.S.C. § 112, second paragraph. As set forth in 37 C.F.R. § 1.192(c)(8) (1996) 
"[t]he brief.shall contain ... [tjhe contentions of appellant with respect to each of 
the issues presented for review...." 

As set forth in 37 C.F.R. § 1.192(d) (1996) "[ilf a brief is filed which does 
not comply with ali the requirements of paragraph (c) of this section, appellant 
will be notified of the reasons for non-compliance and provided with a period of 
one month within which to file an amended brief.,.." We note the examiner did 
not notify appellants of the defective Brief, nor does the Answer respond in any 
way to the absence of an argument w^h regard to the rejections under 35 U.S.C. 
§ 112. second paragraph. 

We remind both the examiner and appellants that analyzing claims based 
on "speculation as to meaning of the terms employed and assumptions as to the 
scope of such claims" is legal error. In re Steele. 305 F.2d 859. 862, 134 USPQ 
292, 295 (CCPA 1962). 

3. Failure of the examiner to address appellants' response to the rejection of 
claims 1.4 and 6-8 under 35 U.S.C. S 112. first paragraph : 

At page 13 of the Brief, appellants' first refer to a "proposed amendmenf, 
then they argue: 

it must be understood that functional equivalents would be readily 
apparent t those skilled in th art who understand that many 
regions of the protein clearly are not involved in biological function 
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other than in a peripheral mann r, and could be easily and 
predictably replaced wrth structurally related amino acids. 

The examiner, however, fails to respond to this argument, 

4, Claim Groupings : 

While the examiner acknowledges (Answer, bridging paragraph, pages 2- 

3), appellants' "grouping of claims^, the examiner fails to separately address 

each group. 

Accordingly, we remand the application to the examiner to provide him 
with an opportunity to correct the errors on this record. 

OTHER ISSUES 

In the interest of judicial economy, we make the following obsen/ations 
based on our understanding of the claim and the briefings of both the examiner 
and appellants. 

1. The rejection of claims 1 . 2 and 6-8 : 

According to the examiner (Answer, page 3) the specification fails "to 
provide an enabling disclosure and an adequate written description for an 
Isolated human type Bl scavenger receptor protein," The examiner however, 
failed to argue the issue of enablement separately from the issue of "written 
description^" 

The written description provision is separate and distinct from the 
enablement requirement. Vas-Cath , 935 F.2d at 1560, 19 USPQ2d at 1 1 14. To 
satisfy the written description requirement, a patent specification must describe 
the claimed invention In suffici nt detail that one skilled in the art can reasonably 
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conclude that tlie Inventor had possession of the claimed Invention. Vas-Cath . 
935 F.2d at 1563, 19 USPQ2d at 1116. The enablement requirement of 
35 U.S.C. § 1 12, first paragraph, requires that the patent specification enable 
"those skilled In the art to make and use the full scope of the claimed invention 
without 'undue experimentation.'" Genentech. Inc. v. Novo Nordisk. A/S . 1 08 
F.3d at 1365, 42 USPQ2d at 1004 (quoting In re Wrioht . 999 F.2d 1557, 1561, 
27 USPQ2d 1510, 1513 (Fed. Cir. 1993)). 

As set forth in PurtiUe Pharma L.P. v. FauldInQ Inc. . 230 F.3d 1320, 1323, 
56 USPQ2d 1481. 1483 (Fed. Cir, 2000) the written description "inquiry is a 
factual one and must be assessed on a case-by-case basis." Furthermore, "the 
PTO has the initial burden of presenting evidence or reasons why persons skilled 
in the art would not recognize in the disclosure a description of the invention 
defined by the claims." In re Werthelm . 541 F.2d 257, 263, 191 USPQ 90. 97 
(CCPA 1976). As set forth in Wertheim . 541 F.2d at 1262, 191 USPQ at 96: 

The function of the description requirement is to ensure that • 
the Inventor had possession, as of the filing date of the application 
relied on, of the specific subject matter later claimed by him; how 
the specification accomplishes this is not material. In re Smith . 481 
F.2d 910, 178USPQB20_(CCPA 1973), and cases dted therein. It 
Is not necessary that the application describe the claim limitations 
exactly. In re Lukach . [442 F.2d 967, 169 USPQ 795 M9711.,. but 
only so clearly that persons of ordinary skill in the art will recognize 
from the disclosure that appellants invented processes including 
those limitations. In re Smvthe . 480 F.2d 1376, 1382» 178 USPQ 
279 . 284 (CCPA 1973). 

The primary consideration is factual and depends on the 
nature of the invention and the amount of knowledge imparted to 
those skilled in the ari: by the disclosure. 
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In considering the issue of nablement, we note that In order to satisfy the 

enablement requirement of 35 U.S.C. § 112, first paragraph, a patent application 

must adequately disclose the claimed invention so as to enable a person skilled 

in the art to practice the Invention at the time the application was filed without 

undue experimentation. Enzo Biochem. Inc, v. Calqene, Inc . 188 F,3d 1362. 

1371^72, 52 USPQ2d 1129, 1136 (Fed- Cir 1999). We note, however, that 

"nothing more than objective enablement is required, and therefore it is irrelevant 

whether this teaching Is provided through broad terminology or illustrative 

examples,'' In re Mar^occhi . 439 F.2d 220, 223, 169 USPQ 367, 369 (CCPA 

1971). As set forth in In re Wright 999 R2d 1557, 1561-62, 27 USPQ2d 1510, 

1513 (Fed. Cir. 1993): 

When rejecting a claim under the enablement requirement of 
section 112, the PTO bears an initial burden of setting forth a 
reasonable explanation as to why it believes that the scope of 
protection provided by that claim is not adequately enabled by the 
description of the invention provided in the specification of the 
application; this includes, of course, providing sufficient reasons for 
doubting any assertions in the specification as to the scope of 
enablement 

With regani to the examiner's burden of setting forth a reasonable 
explanation as to why he believes the specification does not enable the claimed 
invention, we note that determining whether the disclosure is enabling, is a legal 
conclusion based on several underiying factual inquiries. See In re Wand$ > 858 
F.2d 731, 735, 736-37, 8 USPQ2d 1400. 1402, 1404 (Fed, Cir. 1988). As set 
forth in Wands , the factors to be considered in detemnining whether a claimed 
invention is enabled throughout its scope without undue experimentation include 
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the quantity of experimentation necessary, the amount of direction or guidance 
presented, the presence or absence of working examples, the nature of the 
Invention, the state of the prior art, the relative skill of those in the art. the 
predictability or unpredictability of the art, and the breadth of the claims. 

We recommend that the examiner review Enzo Biochem. Inc. v. Calqene. 
inc,, 188 F.3d 1362, 52 USPQ2d 1129 (Fed. Cir. 1999). Therein, the court 
provided a model analysis of enablement issues and illustrated the type of fact 
finding which Is needed before one is in a proper position to determine whether a 
given claim Is enabled or non-enabled. 

By addressing the written description and enablement provisions of 
35 U.S.C. § 1 12, first paragraph together, the examiner failed to focus on the 
requirements of either provision. Therefore, in the event of furiiher prosecution, 
the examiner should evaluate enablement separately from written description. 
2. The rejection under 35 U.S.C. ^ 103: 

We emphasize the examiner's discussion of Calvo (Answer, page 10) 
wherein the examiner finds that Calvo " suggested that CLA-1 might be a cell 
surface receptor protein ... postulated [CLA-1 J to be a cell surface protein ... 
[and that] CLA-1 was suspected of being *a receptor for extracellular products' " 
[emphasis added]. Calvo teach (page 18934, bridging sentence, columns 1 and 
2) that Tslo far It Is difficult to envisage a function for CLA-1 . but if Its location on 
the plasma membrane Is confirmed, one could speculate on the basis of its 
stmctural homology to CD36 that CLA-1 could act as a receptor for extracellular 
products" [emphasis added]. 
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However, we remind the examiner, if the prior art does not teach any 
spectfic or significant utility for the disclosed compounds, then the prior art Is not 
sufficient to render structurally similar claims prima fade obvious because there 
is no motivation for one of ordinary skill in the art to make the reference 
compounds, much less any structurally related compounds. In re Stemniski . 444 
F.2d 581, 586, 170 USPQ 343, 348 (CCPA 1971). 

The examiner cites no authority upon which to maintain his rejection In 
view of Stemniski . 

3. The Declarafon filed under 37 C.F.R. S 1.131 : 

We note that appellants rely (Brief, pages 12) on their declaration 
demonstrating the cloning and expression of hamster protein, and hybridization 
of hamster nucleic acid to the mouse gene, in an attempt to antedate the Calvo 
reference relied upon by the examiner. We further note that appellants admit 
(Declaratlo^^ paragraph 2) Is the human homologue of the hamster class B1 
scavenger receptor protein. If prosecution is resumed, appellants should take 
the opporixinity to discuss their position in view of In re Bell. 991 F.2d 781, 25 
USPQ2d 1529 (Fed. Cir. 1993) and In re Deuel . 51 F,3d 1552, 34 USPQ 1210 
(Fed. Cir, 1 995), As set forth in Deuel. 51 F,3d at 1569, 34 USPQ at 1215 Twle 
today reaffirm the principle, stated in BejI. that the existence of a general method 
of isolating cDNA or DNA molecules is essentially irrelevant to the question 
whether the specific molecules themselves would have been obvious.. .." 

' Paper No, 13, received May 3, 1996, 
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We state that we are not authorizing a Supplemental Examiner's Answer 
under ttie provisions of 37 CFR § 1 A 93(b)(1 ). Any further communication from 
the examiner that contains a rejection of the claims should provide appellants 
with a full and fair opportunity to respond. 

This application, by virtue of its '^special" status, requires an immediate 
action. MPEP § 708.01(D) (7*^ ed., rev. 1, February 2000). It Is important that 
the Bo&rd be informed promptly of any action affecting the appeal in this case. 



REMANDED 




Administrative Patent Judge 




Ton! R. Scheiner 
Administrative Patent Judge 



BOARD OF PATENT 



APPEALS AND 




Donald E. Adams 
Administrative Patent Judge 




DA/dym 
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Patrea L Pabst 
Holland + Knigh LLP 
One Atlantic Center 

1201 West PeachTree Street. Suite 2000 
Atlanta. GA 30309-3400 
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435 F.2d 1340 
168 U.S.P.Q. 372 

(ateas:58C.CJ».A.797, 435 F^d 1340) 
C 

United States Court of Ciutain^ And Pat^ Appeals. 

Application of Abner B. STRYKER, Jr. 

Patent Afipeai No. 8420. 

Jan. 14, 1971. 

Appeal ftom decision of the Board of Appeals of 
United States Patent Office, Serial No. 272,449, 
affirming rejection of both, claims in s^licatiQn for 
iniproved process for ptodncing polyptqpylene. The 
Court of Customs and Patent Appeals* Lane^ J.^ 
held i£at wfiore (iijRrerence betwe^ claiin^ 
invention and reference disclosure were so small as 
to render claims obvious over referee, antedating 
afBdavit submitted on claimant's behalf by 
representative of assignee of application removed 
reference disclosure as a reference notwithstanding 
afiidavit, while alleging conception and reduction to 
practice of claimed in^roved process* including 
weight pen;eDtBge limitations, before reforence 
filing date, ^ilsd to show corroborating evidence of 
such weight percentage linutatlons. 

Reversed. 

West Headnotcs 

[1] Patents ^16.25 
291kl6.25 

(Fonnerly291kl8) 

Gaimed invention of flashing a suspension 
containing about 50-60 percent by weigtit 
polypropylene in liquid prcpyl^e to obtain a 
polymer containing not in excess of about two 
percent by weight propylcn* did not produce any 
une3q)ectcd results and it did not ra^ claimed 
process nnobvious over prior process involving 
separation of polypropylene bom propylene by 
flashing of monomer &om polymer in cyclone-type 
flash 2one using mixture containing 35 percent solids 
by weight, 

[2] Patents ©=>l6-25 
291kl6.25 

(Formerly 29lkl8) 

'^ere difference between claimed inventSon and 



reference disclosure was so small as to render 
claims obvious over reference, antedating affidavit 
submitted on claimant's behalf by representative of 
assignee of application removed reference disclosure 
as a reference notwithstanding affidavit, while 
alleging conception and reduction to practice of 
claimed improved process for producing 
polypropylene, inchiding weight percentage 
limitations, befbre reference filing date, f^ed to 
show corroborating evidence of such weight 
percentage limitations. 3S U.S.C.A. § 103. 

Patents «®=»328(2) 
291t328{2) 

3,197,433. Cited as rcfcrcoce. 

•*1340 *797 Red S. Valles, Ronald J. Carlson, 

Paramus, NJ,, attorneys of record, for appellant. 

S. Wm, Codiran, Washington, D.C, for the 
Commissioner of Patents; Jack £. ArmorCp 
Washington^ D.C« p cf counsel. 

Before RICH, ALMOND, BALDWIN, and LANE, 
Judges, and NEWMAN, Judge, United States 
Customs Court, sitting by designation, 

LANE, Judge- 

This ^eal is ficom the decision of tlie Patent 
Office Board of Appeals, which affirmed fhe 
rqjection of both daims in appeUant's application 
*798 serial No. 272,449, filed April 11, 1963, for 
an improved process for producing poIypropylene^ 
We reverse. 

The invention is defined, and aleo adequately 
described for our pnzposes, by claim 1 : 

The process of removing piropylene diluent from a 
suspension consisting esisentially of from about 
50%-60% By weight polypropylene in Hquid 
propylene obtained directly from a propylene 
polymerization reactor under Che autogenous 
pressure of the reactor wbk:h consists essentially in 
feeding (he said suspension from the reactor to a 
recovery zone of fee cyclone type *»1341 
maintained at substantially atnospheiic pressure, 
whereby propylene diluent is flashed from the solid 
particles of polypropylene, leaving on said particles 



Copr. © West 2000 No Qalm to Orig. U.S. Govt. Works 
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not in excess of about 2% By weight propylene, and 
recovering tbe ibus treats polyprppyleiie. 

Ths claims were rejecbed as obvious ov^ Harban, 
PPNl] who disdoses separation of polypropylene 
from propyle!ne by flaaliing of monomer from 
polymer in a cyclone-type flash zone. Hie Harban 
mixture is disclosed as containing 35% Solids by 
weigiht. and (he pat^ indicates that the sqiaratlan 
achieved is nearly perfect, but docs not state a 
specific peroeotage of separation. 

FNl. U,S. patent 3, 1W.453, issued Jtily 21, 1965, 
rm an applicadon filed Jtily 11, 196U 

(1] Appellant conteiids that ho discovered that, 
unexpectedly^ the use of a suspension containing 
50-609S By weight polymer permitted direct 
discharge of the suspension into a flashing zone 
maintained at atmaspheric pressure, and resulted in 
a residual motnomer level of 2% Or less. We have 
considered appellant eiguments on this point* but 
we agree wifli the Patent Offlce that «^llant's 
polymer concentration does not produce any 
unexpected re$ult8 and does not remier the daimed 
process unobvious over Harban. 

We turn now to ^pellant's alternative contention, 
i.e., even if the claimed processes are obvious over 
Karban, Harban is removed as a reference by (he 
antedatiag affidavit submitted on ^ellant*s behalf 
by a representative of the assignee of the \ 
^licadon. [FN2] The board considered the 
afadavit deficient in that, while it alleged conception 
and reduction to practice of the claimed process , 
including the wei^ percentage limitations, before 
the Harban filing date, there wps c nnoborating 
evidence^^ _^oiwring those wei^ perce ntage 
limite ^jsnhe board stated; ' ^ 

FN2. An additional afGdavic suhmitted by 
appeliam*s atoney suted that pliant had left the 
assignee'^ employ, was in a relatively hiaccessible 
area of Fcm« and hence was utiavallable to execute 
theafOdavit faifflself 

The claimed invention must be shown in the 
affidavit, i.e. » the alleged essence of the hivention of 
flashing a suspension containhig about 5Q%^0% By 
weight polypropylene in liquid propylene to obtain a 
polymer containing not in excess of s^bout 2% By 
wei^ propylene must at least be dcnwn&tratcd 



■J 



therein- In re Tanczyn, 52 CCPA 1630; 146 USPQ 
^98, 347 F.(2d) 830; 821 OG 84? (1965). 

*799 f2] We diinfc the board en«d in applyh^g 
Tmczyn to die i^ct$ of this case. la Tanczyn we 
lirmted to a cettain extent the language we used in In 
re Stentpel, 241 F.2d 755, 44 CCPA 820 (1957), 
wherein we had stated that 'all the applicant can be 
required to show is priority with respect to so much 
of the claimed invention as the reference h^ens to 
. show.' It wiH be recalled fliat in Tanczyn the 
appellant sought to remove a reference by an 
affidavit which showed prior possession by the 
a;;^pellant of subject matter on which the claims did 
not read but which corresponded to the object 
matter disclosed in ihe refarracB soupt to" be 
removed. We found the affidavit insufficient to 
remove the refbrenpe, but we held the claims to be 
unobvious over the reference. In other words, die 
subject matt^ shown in the reference and the 
affkkvit was so different fiom the claimed invention 
that the claims were unobvious and patentable over 
die reference. In the case before us the difibrences 
between (he claimed invention and ^ reference 
disclosure are so snuill as to render the claims 
obvious over the reference. The features which the 
board fbund Inadequately cattoborated by 
appellant's evidence are die very features considered 
insufficient to patentably distinguish over the Harban 
reference. To hold that Harban is not removed by 
the showing here presented would lead to an 
anomalous result* i.e., if appellant broadened his 
claims by delethig the weight limitations, **1342 so 
as to read literally on Harban, Harban would not be 
available as a reference against such broadened 
claims because app^ant*s antedating afBdsvit would 
be satisfectory in every respect. [PN3] It cannot be 
die law diat tiie same affidavit is insufficient to 
remove the same reference applied agahist the 
slightly narrower claims presented here. 

FN3. We recognize that, had appellant presented 
broader clahns, the Patent OfElce mxglu have found 
othefk caiiier art on Whi^ to reject them. 

For the foregoing reasons, the board's r^ection of 
die claims as unpatentable over Harban, under 35 
U.S.C. § 103, is reversed. 

•797 Reversed. 
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